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Commissioner for Patents 
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Alexandria, VA 22313-1450 



INFORMATION DISCLOSURE STATEMENT 



Dear Sir: 

In accordance with the duty of disclosure, enclosed is a copy of Information Disclosure 
Statement (IDS) by Applicant (form PTO/SB/08), together with copies of the documents cited on 
that form, except for copies not required to be submitted (e.g., copies of U.S. Patents and U.S. 
published patent applications need not be enclosed). This IDS is being submitted before the 
mailing of a final Office Action. It is respectfully requested that the cited references be 
considered and that the enclosed copy of PTO/SB08 be initialed by the Examiner to indicate such 
consideration and a copy thereof returned to applicants. Some or all of the references listed on 
the enclosed PTO/SB/08 were previously identified in the parent application (Application No. 
09/053,401 filed March 31, 1998) and copies of the references were furnished at that time. 
Accordingly, per 37 CFR § 1.98(d)(1) additional copies of those references may not necessarily 
be submitted herewith. 
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The submission of this Information Disclosure Statement is not to be construed as a 
representation that a search has been made in the subject application and is not to be construed as 
an admission that the information cited in this statement is material to patentability. 

Please charge the fee in the amount of $180 for submission of the Information Disclosure 
Statement to Deposit Account 02-2666. A duplicate copy of the Fee Transmittal (PTO/SB/17) is 
enclosed for this purpose. 




Respectfully submitted, 

Blakely^Sokoloff, Taylor &'zafman llp 



Dated: 



Daniell^^ 



1 279 Oakmead Parkway 
Sunnyvale, California 94085 
(303) 740-1980 



CERTIFICA TE OF MAILING/TRANSMISSION (37 CFR 1.8 A ) 

1 hereby certify iliat this correspondence is, on the date shown below, being: 

MAILING FACSIMILE 



^/deposited with the United States Postal Sen'ice □ transmitted by facsimile to the Patent and 

as first class mail in an envelope addressed to: Trademark Office. 
Commissioner for Patents, PO Box 1450, 

Alexandria, VA 22313-1450. , 1 _ /9 . 
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FEE TRANSMITTAL 
for FY 2006 

Patent tees are subject to annual revision. 



n Applicant claims small entity status. See 37 CFR 1 .27. 



TOTAL AMOUNT OF PAYMENT 



($) 



1 80.00 
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Application Number 



Filing Date 

First Named inventor 



Examiner Name 



Art Unit 

Attorney Docket N67 



10/611,326 



June 30, 2003 



William W. Macy 
David Y. Eng 
2155 ~ 
T2P15770 



METHOD OF PAYMENT (check all that apply) 



□Check DCreditcard □ Money Order QNone □ Other (please identify): 

KI Deposit Account Deposit Account Number: 02-2666 Deposit Account Name: Blakelv. Sokoloff. Tavlor & Zafman LLP 

For the above-identified deposit account, the Director is hereby authorized to: (check all that apply) 
E9 Charge fee(s) indicated below □ Charge fee(s) indicated below, except for the filing fee 

IS Charge any additional fee(s) or underpayment of fee(s) g| Credit any overpayments 
under 37 CFR §§ 1.16, 1.17, 1.18 and 1.20. 



FEE CALCULATION 



Large Entity 


Small Entity 




Fee 


Fee 


Fee 


Fee 


Fee Description 


Code 


($) 


Code 


($) 


1051 


130 


2051 


65 


Surcharge - late filing fee or oath 


1052 


50 


2052 


25 


Surcharge - late provisional filing fee or cover sheet. 


2053 


130 


2053 


130 


Non-English specification 


1251 


120 


2251 


60 


Extension for reply within first month 


1252 


450 


2252 


225 


Extension for reply within second month 


1253 


1,020 


2253 


510 


Extension for reply within third month 


1254 


1,590 


2254 


795 


Extension for reply within fourth month 


1255 


2,160 


2255 


1,080 


Extension for reply within fifth month 


1401 


500 


2401 


250 


Notice of Appeal 


1402 


500 


2402 


250 


Filing a brief in support of an appeal 


1403 


1,000 


2403 


500 


Request for oral hearing 


1451 


1,510 


2451 


1,510 


Petition to institute a public use proceeding 


1460 


130 


2460 


130 


Petitions to the Commissioner 


1807 


50 


1807 


50 


Processing fee under 37 CFR 1.1 7(q) 


1806 


180 


1806 


180 


Submission of Information Disclosure Stmt 


1809 


790 


1809 


395 


Filing a submission after final rejection (37 CFR § 1.129(a)) 


1810 


790 


2810 


395 


For each additional invention to be examined (37 cfr § 1.129(b)) 



Fee Paid 



Other fee (specify) 



SUBTOTAL (2) ($) 



180.00 



180.00 



SUBMITTED BY 



Complete (if applicable) 



Name (PriniType) 



Daniel 



el M?D< 



eVos 



Registration No. 

(Attorney/Agent) 



37,813 



Telephone 



(408),7 20-8300 



L Signature 



Date 



7 



Based on PTO/SB/17 (i2-04i as modified by BlaXely, Solohoft. Taylor & Zatman (wlr) 1 2/15/2004. 
SEND TO: Commissioner for Patents. P.O. Box 1450, Alexandria. VA 22313-1450 




TRANSMITTAL FORM 

(to be used for all correspondence after initial filing) 
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Filing Date June 30, 2003 
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Art Unit | 2155 


Examiner Name j David Y. Eng 


Total Number of Pages in This Submission ! 1 5 
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Attorney Docket Number j 42P 1 5770 



ENCLOSURES (check all that apply) 



Fee Transmittal Form 
Efl Fee Attached 

n Amendment / Reply 

[U After Final 

1 I Affidavits/declaration (s) 

I I Extension of Time Request 

I I Express Abandonment Request 

E3 Information Disclosure Statement 
£3 PTO/SB/08 

□ Certified Copy of Priority 
Document(s) 

| — | Response to Missing Parts/ 
I I Incomplete Application 

f") Basic Filing Fee 

| | Declaration/POA 

| I Response to Missing 
L-J Parts under 37 CFff 
1.52 or 1.53 



PI Drawing(s) 

I I Licensing-related Papers 

I | Petition 

□ Petition to Convert a 
Provisional Application 

□ Power of Attorney, Revocation 
Change of Correspondence Address 

I I Terminal Disclaimer 
I I Request for Refund 

["") CD, Number of CD(s) 

| [Landscape Table on CD 



Remarks 



□ After Allowance Communication 
toTC 

□ Appeal Communication to Board 
of Appeals and Interferences 

□ Appeal Communication to TC 
(Appeal Notice. Brief. Reply Brief) 

[""I Proprietary Information 

f~| Status Letter 

PsT] Other Enclosure(s) 
^ (please identify below): 



Notice of Other Patents and 
Patent Applications & 
Notification of Related 
Litigation 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm 
or 

Individual name 



Daniel M. DeVos, RegJjoJZ813 
BLAK^fcYTSOKOLOFF, TAYLOR cyZAFMAN LLP 




CERTIFICATE OF MAILING/TRANSMISSION 



I hereby certify that this correspondence is being deposited with the United States Postal Service on the date shown below with 
sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
22313-1450. 



Typed or printed name 



Signature 



S di Lou R os tan i 



Oate 



Based on PTO/SB'2l (09-04) as modilled by Blakely, SoloKoff, Taylor & Zafman <ndc) 10/12'2006. 
SEND TO: Commissionof lor Palenls. P.O. Bo> 1450. Alexandria. VA 22313-1450 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Appl. No. 
First Named 



10/611,326 
William W. Macy 



Inventor 
Filed 



June 30, 2003 



Art Unit: 



2155 



TC/A.U. 
Examiner 
Docket No, 



David Y. Eng 

42P15770 

45209 



Customer No. 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 

NOTIFICATION OF RELATED LITIGATION UNDER MPEP § 2001.06 (C) 



U.S. Patent No. 6,418,529 ("the '529 patent") is involved in the litigation 
Transmeta Corporation v. Intel Corporation, which has been assigned docket case number 
l:06cv633. The above-captioned case (U.S. Patent Appl. No. 10/61 1,326) claims priority 
to the '529 patent. To this point, documents including a COMPLAINT 1 , a FIRST 
AMENDED COMPLAINT 2 , INTEL CORPORATION'S ANSWER, AFFIRMATIVE 
DEFENSES, AND COUNTERCLAIMS TO TRANSMETA'S FIRST AMENDED 
COMPLAINT 3 ("Answer"), TRANSMETA CORPORATION'S REPLY TO INTEL 
CORPORATION'S COUNTERCLAIMS TO THE FIRST AMENDED COMPLAINT 4 
("Reply"), and TRANSMETA CORPORATION'S RESPONSES TO INTEL 



1 Listed on the accompanying Information Disclosure Statement (IDS) as: COMPLAINT, In the United 
States District Court for the District of Delaware. In the matter of Transmeta Corporation v. Intel 
Corporation ,, dated October 1 1, 2006, pages 1-7. 

2 Listed on the accompanying IDS as: FIRST AMENDED COMPLAINT, In the United States District 
Court for the District of Delaware, In the matter of Transmeta Corporation v. Intel Corporation , C.A. No. 
06-663 (GMS), dated December 12, 2006, pages 1-8. 

3 Listed on the accompanying IDS as: INTEL CORPORATION'S ANSWER, AFFIRMATIVE 
DEFENSES, AND COUNTERCLAIMS TO TRANSMETA'S FIRST AMENDED COMPLAINT, In the 
United States District Court for the District of Delaware, In the matter of Transmeta Corporation v. Intel 
Corporation , Civil Action No. 06-663-GMS, dated January 9, 2007, pages 1-27. 

4 Listed on the accompanying IDS as: TRANSMETA CORPORATION'S REPLY TO INTEL 
CORPORATION'S COUNTERCLAIMS TO THE FIRST AMENDED COMPLAINT, In the United States 
District Court for the District of Delaware. In the matter of Transmeta Corporation v. Intel Corporation ,, 
dated February 28, 2007, pages 1-20. 
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Examiner: 



CORPORATION'S FIRST SET OF INTERROGATORIES (NOS. 1-20) 5 ("Transmeta's 
Responses to Intel's First Interrogatories"), have been filed in the suit. A brief 
description of some of these documents as they pertain to the '529 patent is provided 
below. 

In paragraph's 88-93 of Intel's Answer there is a counterclaim regarding patent 
infringement of the '529 patent. 

First, in paragraph 96 of Transmeta's Reply, there is an allegation that the '529 
patent "is invalid for failure to comply with Title 35 of the United States Code, including 
without limitation Sections 102, 103, and/or 112". 

Response to Interrogatory 13 of Transmeta's Responses to Intel's First 
Interrogatories identifies art that Transmeta contends "anticipate the '529 patent under 35 
U.S.C. § 102 or render the '529 patent obvious under 35 U.S.C. § 103". See e.g., page 
30. Art is also identified that Transmeta contends "at least demonstrate the state of the art 
of the '529 patent". See e.g., pages 31-34. 

Response to Interrogatory 14 of Transmeta's Responses to Intel's First 
Interrogatories includes an allegation that "[o]ne or more claims of the '529 patent are 
invalid under 35 U.S.C. § 112 at least because certain claims are indefinite". See e.g., 
pages 36-37. In particular, it is alleged that "claim 26 of the '529 patent refers to 
'completing execution of said single instruction by storing said second data element in a 
second field of the storage area'". It is further alleged that "[t]he phrase 'completing 
execution' is incomprehensible in light of claim 25, which also includes a step of 
'completing execution'" and that "[therefore, the requirements of 35 U.S.C. § 112 are 
not satisfied". 

Second, in paragraphs 109-115 of Transmeta's Reply, there are allegations of 
"inequitable conduct and unenforceability" pertaining to the '529 patent. The allegations 
state that those "substantively involved in prosecuting the application leading to the '529 
patent deliberately and knowingly withheld material information in connection with the 
prosecution of the application that matured into the '529 patent, in violation of the duty of 
candor to the USPTO and with intent to deceive the USPTO". The two pieces of 

5 Listed on the accompanying IDS as: TRANSMETA CORPORATION'S RESPONSES TO INTEL 
CORPORATION'S FIRST SET OF INTERROGATORIES (NOS. 1-20), In the United States District 
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allegedly material information identified were WO97/08610, and 44 the Intel 
8086/80186/80286/80386 microprocessor instruction set, and in particular the 
implementation by these microprocessors of an instruction (ADD AL, AH)". On page 30 
of Transmeta's Responses to Intel's First Interrogatories, the list of references identified 
for the 4 529 patent includes the Intel 80386 Programmer's Reference Manual, 1986 as an 
apparent source of the 8086/80186/80286/80386 instruction set - ADD AL, AH 
instruction. Accordingly, WO97/08610 and the Intel 80386 Programmer's Reference 
Manual, 1986 are being submitted in the accompanying IDS. 

Invitation for a telephone interview 
The Examiner is invited to call the undersigned at (408) 720-8300 if there are any 
questions regarding this material. 



Charge our Deposit Account 
Please charge any shortage to our Deposit Account No. 02-2666. 



Respectfully submitted, 

BLAKELY^SjCK-OOS^ LLP 



Date: 



2007 



12400 Wilshire Boulevard 
Seventh Floor 

Los Angeles, California 90025-1026 
(408) 720-8300 



Janiel M.DeVos, RegTNo. 37,813 



Court for the District of Delaware. In the matter of Transmeta Corporation v. Intel Corporation ., dated May 
21, 2007, pages 1-42 (Redacted Version). 
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Docket No. 
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David Y. Eng 
42P 15770 
45209 



Art Unit: 



2155 



Commissioner for Patents 
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Alexandria, Virginia 22313-1450 



NOTICE OF OTHER PATENTS AND PATENT APPLICATIONS 



Examiner: 

Applicants want to put the Examiner on notice of the following other patents and 
patent applications with the same specification or disclosing related subject matter as the 
above-captioned application: 



09/053,401 (Attorney Docket No. P4919), filed on March 31, 

1998, now U.S. Patent No. 6,418,529. 

10/193,645 (Attorney Docket No. P4919C), filed on July 9, 

2002, now U.S. Patent No. 6,961,845. 10/193,645 is a 
continuation of 09/053,401, now U.S. Patent No. 6,418,529. 
10/610,784 (Attorney Docket No. PI 5768), filed on June 30, 

2003, currently pending. 1 0/610,784 is a continuation-in-part of 
09/952,891, filed Oct. 29, 2001, now U.S. Patent No. 7,085,795. 
10/610,784 is also a continuation-in-part of 10/193,645, now 
U.S. Patent No. 6,961,845. 10/193,645 is a continuation of 

09/053,401, now U.S. Patent No. 6,418,529. 

09/053,388 (Attorney Docket No. P5341), filed Mar. 31, 1998, 

now U.S. Pat. No. 6,212,618. 

09/053,389 (Attorney Docket No. P4924), filed Mar. 31, 1998, 
now U.S. Pat. No. 6,211,892. 
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Invitation for a telephone interview 
The Examiner is invited to call the undersigned at (408) 720-8300 if there are any 
questions regarding this material. 



Charge our Deposit Account 
Please charge any shortage to our Deposit Account No. 02-2666. 



Respectfully submitted, 
BLAKELY, SOKOL 



AN LLP 



Date: 



2 / z * , 2007 




Danie 



12400 Wilshire Boulevard 
Seventh Floor 

Los Angeles, California 90025-1026 
(408) 720-8300 
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